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STATEMENT OF FACTS UNDER 37 C.F.R. S 1.47(a) 

Mail Stop Petition 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

The undersigned hereby states as follows: 

1 . I am employed as a paralegal assistant in the firm Jostamdt Patentanwalts-AG 
of Aachen, Germany, European patent counsel for Scheuten Glasgroep BV, which holds 
rights in the above-identified patent application. 

2. In my capacity as a paralegal assistant, I assist Dr. Hans-Dieter Jostamdt, a 
patent agent with the firm in communicating with the assignee, the inventors of the 
application, and with U.S. patent counsel handling the application (Marshall, Gerstein & 
Borun LLP, Chicago). 

3. I make this statement to provide facts known to me concerning Professor 
Gerhard Meyer's refusal to sign an inventor's declaration for the above-identified patent 

application. 
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4. Gerhard Meyer is one of six named co-inventors of the above-identified patent 
application. The other named co-inventors have executed declarations for patent application 
for themselves and on behalf of their non-signing co-inventor. Copies of the declarations are 
submitted herewith as Appendix A. 

5. Gerhard Meyer's last-known residential address is: 

Alte Delogstrasse 26 
46483 Wesel 
Germany 

6. Professor Meyer is represented by counsel identified below (see also letter 
attached as Appendix C): 

Doris Vorloeper 
GTW Attorneys 
Benzenbergstrasse 39-47 
40219 Diisseldorf 

Germany 

7. On behalf of Jostarndt Patentanwalts AG, I sent Professor Meyer a inventor's 
declaration on May 15, 2006. A complete copy of the above-identified patent application has 
been sent to Professor Meyer with our letter dated June 14, 2004 (international filing date) 
along with an inventor's declaration which has been signed by Professor Meyer on July 19, 
2004. 

8. On July 6 and 9, 2006, Professor Meyer responded to our letter of May 1 5, 
2006 inquiring about the filing deadline for the declaration in this and other patent 
applications. See e-mail chain attached as Appendix B, provided in the original German 
language and as an English-language translation. 

9. On July 14, 2006, on behalf of Jostarndt Patentanwalts AG, I notified 
Professor Meyer that the original deadline had passed, and requested that the declaration 
(among other documents) be sent immediately for filing in the U.S. Patent and Trademark 
Office. See e-mail chain attached as Appendix B. 
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Subsequently, attorneys Geyer & Borchert for our client Scheuten Glasgroep 



(assignee of the above-identified application), received a letter dated July 18, 2006, from 
Professor Meyer's attorney Doris Vorloeper, Appendix C, provided in the original German 
language and as an English-language translation. In that letter, the attorney states that 
Professor Meyer is "ready to provide the required signature" but that "first some questions 
must be clarified." The letter proceeds to make demands for payments on a contractual 
matter. 



client, the assignee Scheuten Glasgroep, summarize the correspondence with Professor 
Meyer attempting to obtain the executed inventor's declaration from him. The response letter 
of October 9, 2006, signed by Klaus-Peter Raabe and attached as Appendix D, is self- 
explanatory. 

I hereby declare that all statements made herein of my own knowledge are true and 
that all statements made on information and belief are believed to be true; and further that 
these statements were made with the knowledge that willful false statements and the like so 
made are punishable by fine or imprisonment, or both, under 18 U.S.C. §1001 and that such 
willful false statements may jeopardize the validity of the application or any patent issued 
thereon. 



On behalf of Jostarndt Patentanwalts AG, I requested that the attorneys for our 



Dated: Nov. 03. 2006 

Aachen, Germany 




Christine Davids 
Jostarndt Patentanwalts AG 
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Atty. Docket No. 30882/41723 

DECLARATION FOR PATENT APPLICATION AND POW1R OF ATTORNEY 

As a below named inventor, I hereby declare that my residence, post office address and citizenship are as stated below 
next to my name; I believe that I am an original, first and joint inventor of the subject matter which is claimed and for which a 
patent is sought on the invention entitled "METHOD FOR PRODUCING A FIRE PROTECTION GLAZING," the specification 
of which was filed on June 24, 2004, as Application Serial No. PCT/EP2004/006897 (U.S. Serial No. 10/560,758) and was 
amended on December 14, 2005. I hereby state that I have reviewed and understand the contents of the above-identified 
specification, including the claims, as amended by any amendment referred to above. I acknowledge the duty to disclose to the 
Patent and Trademark Office all information known to me to be material to patentability as defined in 37 C.F.R. §1.56. 

I hereby claim foreign priority benefits under 35 U.S.C. §119 of any foreign application for patent or inventor's 
certificate or of any international application designating at least one country other than the United States of America listed below 
and have also identified below any foreign application for patent or inventor's certificate or any international application 
designating at least one country other than the United States of America filed by me on the same subject matter having a filing 
date before that of the application of which priority is claimed: 

Priority Claimed 



03015013.0 



-EP. 



2 July 2003 



(Application Serial Number) 



(Country) 



(Day/Month/Year Filed) 



Yes 



□ 

No 



I hereby claim the benefit under 35 U.S.C § 1 19(e) of any United States provisional application listed below: 



(Application Serial Number) (Day/Month/Year Filed) 

I hereby claim the benefit under 35 U.S.C. §120 of any United States application or international application designating 
the United States of America listed below and, insofar as the subject matter of each of the claims of this application is not 
disclosed in the prior application in the manner provided by the first paragraph of 35 U.S.C. § 1 12, 1 acknowledge the duty to 
disclose to the Office all information known to me to be material to patentability as defined in 37 C.F.R. §1.56 which occurred 
between the filing date of the prior application and the national or international filing date of this application: 



(Application Serial Number) (Day/Month/Year Filed) (Status-Patented, Pending or Abandoned) 

I hereby dec!; 2 that all statements nade herein of rm i na kno ledge are true and that all statements made on 
information and belief are believed to be trre and ii r aer ha *nese statement* were meat? w itn me knowledge that willful false 
statements and the like so made arc puni liable by fine ar miprisonment, or both, under 18 U.S.C. §1001 and that such willful 
false statements may jeopardize the validity of the application or any patent issued thereon. 



POWER OF ATTORNEY: I hereby appoint as my attorneys, with full powers of substitution and revocation, to 
prosecute this application and transact all business in the Patent and Trademark Office connected therewith: 



All practitioners at Customer Number 04743 



Send correspondence to: James P. Zeller 



FIRM NAME 

Marshall, Gerstein & Borun LLP 



PHONE NO. 
312-474-6300 



STREET 

6300 Sears Tower 
233 South Wacker Drive 



CITY & STATE 
Chicago, Illinois 



ZIP CODE 
60606-6357 



Full Name of First or Sole Inventor 

Gerhard Meyer 


Citizenship 

Germany 


Residence Address - Street 
Alte Deiogstrasse 26 


Post Office Address - Street 
Alte Deiogstrasse 26 


City (Zip) 

46483 Wesel 


City (Zip) 

46483 Wesel 


State or Country 
^ Germany 


State or Country 
Germany 


1 Date 

\m 


Signature 
0 




Second Joint Inventor, if any 
Valentino Villari 


Citizenship 
Germany 


Residence Address - Street 
Kaldenkirchener Str. 39 


Post Office Address - Street 
Kaldenkirchener Str. 39 


City (Zip) 

41063 Monchengladbach 


City (Zip) 

41063 Monchengladbach 


State or Country 
Germany 


State or Country 
Germany 


Date 

m • 4 ^ . ° S. -O C 


Signature f 

0 2. — _ 



Third Joint Inventor, if any 


Citizenship 


Tobias Roth 


Germany 


Residence Address - Street 


Post Office Address - Street 


Parkweg 22 


Parkweg 22 


City (Zip) 


City (Zip) 


^45768 Marl 


45768 Marl 


1 ^State or Country 


State or Country 


Germany 


Germany 


Date 


Signature 


M 


M 




Fourth Joint Inventor, ?f any 


Citizenship 


^ ioi^t Wild: 


Germany 


Residence Address - Street . 


Post Office Address - Street 


Forststiege 3 


Forststiege 3 


City (Zip) 


City (Zip) 


48249 Dolmen 


48249 Diilmen 


State or Country 


State or Country 


Germany 


Germany 


Date 


Signature 


M 


m 



Fifth Joint Inventor, if any 
Thomas Farmer 


Citizenship 
Germany 


Residence Address - Street 
Schiossstrasse 139 


Post Office Address - Street 
bcnlossstrasse ijy 


City (Zip) 

46535 Dinslaken 


City (Zip) 

46535 Dinslaken 


State or Country 
Germany 


State or Country 
Germany X7 


Date - 

EI Q . mX~ f%h 


Signature / 

[7j '—j — 




Sixth Joint Inventor, if any 
Paul Hendrikx 


Citizenship 

The Netherlands 


Residence Address - Street 
Mambostraat 88 


Post Office Address - Street 

Mambostraat 88 


City (Zip) 

NL-5802 LE Venray 


City (Zip) 

NL-5802 LE Venray 


State or Country 
Germany 


State or Country . J 
Germany / , , ! / ^ 







APPLICABLE RULES AND STATUTES 



37 CFR 1.56. DUTY OF DISCLOSURE - INFORMATION MATERIAL TO PATENTABILITY (Applicable Portion) 
(a) A patent by its very nature is affected with a public interest. The public interest is best served, and the most effective 
patent examination occurs when, at the time an application is being examined, the Office is aware of and evaluates the teachings 
of all information material to patentability. Each individual associated with the filing and prosecution of a patent application has a 
duty of candor and good faith in dealing with the Office, which includes a duty to disclose to the Office all information known to 
that individual to be material to patentability as defined in this section. The duty to disclose information exists with respect to 
each pending claim until the claim is canceled or withdrawn from consideration, or the application becomes abandoned. 
Information material to the patentability of a claim that is canceled or withdrawn from consideration need not be submitted if the 
information is not material to the patentability of any claim remaining under consideration in the application. There is no duty to 
submit information which is not material to the patentability of any existing claim. The duty to disclose all information known to 
be material to patentability is deemed to be satisfied if all information known to be material to patentability of any claim issued in 
a patent was cited by the Office or submitted to the Office in the manner prescribed by §§ 1 .97(b)-(d) and 1.98. However, no 
patent will be granted on an application in connection with which fraud on the Office was practiced or attempted or the duty of 
disclosure was violated through bad faith or intentional misconduct. The Office encourages applicants to carefully examine: 

(1) prior art cited in search reports of a foreign patent office in a counterpart application, and 

(2) the closest information over which individuals associated with the filing or prosecution of a patent application 
believe any pending claim patentability defines, to make sure that any material information contained therein is disclosed to the 
Office. 

Information relating to the following factual situations enumerated in 35 USC 102 and 103 may be considered material 
under 37 CFR 1.56(a). 

• 35 U.S.C. 102. CONDITIONS FOR PATENTABILITY: NOVELTY AND LOSS OF RIGHT TO PATENT 
A person shall be entitled to a patent unless — 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this or 
a foreign country, before the invention thereof by the applicant for patent, or 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale 
in this country, more than one year prior to the date of the application for patent in the United States, or 

(c) he has abandoned the invention, or 

(d) t he invention was first p atented ore aused t o b e p atented, o r was the subject of an inventor's certificate, by the 
applicant or his legal representatives or assigns in a foreign country prior to the date of the application for patent in this country on 
an application for patent or inventor's certificate filed more than twelve months before the filing of the application in the United 
States, or 

(e) the invention was described in a patent granted on an application for patent by another filed in the United States 
before the invention thereof by the applicant for patent, or on an international application by another who has fulfilled the 
requirements of paragraph (1), (2), and (4) of section 371(c) of this title before the invention thereof by the applicant for patent, or 

(f) he did not himself invent the subject matter sought to be patented, or 

(g) before the applicant's invention thereof the invention was made in this country by another who had not abandoned, 
suppressed, or concealed it. In determining priority of invention there shall be considered not only the respective dates of 
conception and reduction to practice of the invention, but also the reasonable diligence of one who was first to conceive and last to 
reduce to practice, from a time prior to conception by the other. 

35 U.S.C. 103. CONDITIONS FOR PATENTABILITY; NON-OBVIOUS SUBJECT MATTER (Applicable Portion) 
dfe A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 of 

this title, if the differences between the subject matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention was made. 

Subject matter developed by another person, which qualifies as prior art only under subsection (f) or (g) of section 102 of 
this title, shall not preclude patentability under this section where the subject matter and the claimed invention were, at the time 
the invention was made, owned by the same person or subject to an obligation of assignment to the same person. 

35 U.S.C. 112. SPECIFICATION (Applicable Portion) 

The specification shall contain a written description of the invention, and of the manner and process of making and using 
it, in such full clear, concise, and exact terms as to enable any person skilled in the art to which it pertains, or with which it is 
most nearly connected, to make and use the same, and shall set forth the best mode contemplated by the inventor of carrying out 
his invention. 



Atty. Docket No. 30882/41723 
DECLARATION FOR PATENT APPLICATION AND POWER OF ATTORNEY 
As a below named inventor, I hereby declare that my residence, post office address and citizenship are as stated below 
next to my name; I believe that I am an original, first and joint inventor of the subject matter which is claimed and for which a 
patent is sought on the invention entitled "METHOD FOR PRODUCING A FIRE PROTECTION GLAZING," the specification 
of which was filed on June 24, 2004, as Application Serial No. PCT/EP2004/006897 (U.S. Serial No. 10/560,758) and was 
amended on December 14, 2005. I hereby state that I have reviewed and understand the contents of the above-identified 
specification, including the claims, as amended by any amendment referred to above. I acknowledge the duty to disclose to the 
Patent and Trademark Office all information known to me to be material to patentability as defined in 37 C.F.R. §1.56. 

I hereby claim foreign priority benefits under 35 U.S.C. §1 19 of any foreign application for patent or inventor's 
certificate or of any international application designating at least one country other than the United States of America listed below 
and have also identified below any foreign application for patent or inventor's certificate or any international application 
designating at least one country other than the United States of America filed by me on the same subject matter having a filing 
date before that of the application of which priority is claimed: 

^ Priority Claimed 

03015013.0 EP 2 July 2003 |3 □ 

(Application Serial Number) (Country) (Day/Month/Year Filed) Yes No 

I hereby claim the benefit under 35 U.S.C. § 1 19(e) of any United States provisional application listed below: 



(Application Serial Number) (Day/Month/Y ear Filed) 

I hereby claim the benefit under 35 U.S.C. §120 of any United States application or international application designating 
the United States of America listed below and, insofar as the subject matter of each of the claims of this application is not 
disclosed in the prior application in the manner provided by the first paragraph of 35 U.S.C. § 1 12, 1 acknowledge the duty to 
disclose to the Office all information known to me to be material to patentability as defined in 37 C.F.R. §1.56 which occurred 
^letween the filing date of the prior application and the national or international filing date of this application: 



(Application Serial Number) (Day/Month/ Year Filed) (Status-Patented, Pending or Abandoned) 

I hereby declare that all statements made herein of my own knowledge are true and that all statements made on 
information and belief are believed to be true; and further that these statements were made with the knowledge that willful false 
statements and the like so made are punishable by fine or imprisonment, or both, under 18 U.S.C. §1001 and that such willful 
false statements may jeopardize the validity of the application or any patent issued thereon. 



POWER OF ATTORNEY: I hereby appoint as my attorneys, with full powers of substitution and revocation, to 
prosecute this application and transact all business in the Patent and Trademark Office connected therewith: 



All practitioners at Customer Number 04743 

Send correspondence to: James P. Zelier 



FIRM NAME PHONE NO. STREET CITY & STATE ZIP CODE 

Marshall, Gerstein & Borun LLP 312-474-6300 6300 Sears Tower Chicago, Illinois 60606-6357 

233 South Wackier Drive 



Full Name of First or Sole Inventor 


Citizenship 


Gerhard Meyer 


Germany 


Residence Address - Street 


Post Office Address - Street 


Alte Delogstrasse 26 


Alte Delogstrasse 26 


City (Zip) 


City (Zip) 


46483 Wesel 


46483 Wesel 


State or Country 


State or Country 


Germany 


Germany 


f Date 


Signature 


\m 


m 



Second Joint Inventor, if any 
Valentino Villari 


Citizenship 
Germany 


Residence Address - Street 
Kaldenkirchener Str. 39 


Post Office Address - Street 
Kaldenkirchener Str. 39 


City (Zip) 

41063 Monchengladbach 


City (Zip) 

41063 Monchengladbach 


State or Country 

Germany 


State or Country 
Germany 


Date 

m 


Signature 

0 




Third Joint Inventor, if any 
Tobias Roth 


Citizenship 
Germany 


Residence Address - Street 
Parkweg 22 


Post Office Address - Street 
Parkweg 22 


City (Zip) 
|45768Marl 


City (Zip) 
45768 Marl 


™ State or Country 
Germany 


State or Country 
Germany 




sr a,ure T^vk 



Fourth Joint Inventor, if any 


Citizenship 


Nikolas Wirth 


Germany 


Residence Address - Street 


Post Office Address - Street 


Forststiege 3 


Forststiege 3 


City (Zip) 


City (Zip) 


48249 Dolmen 


48249 Dulmen 


State or Country 


State or Country 


Germany 


Germany 


Date 


Signature 


M 


m 



Fifth Joint Inventor, if any 


Citizenship 


Thomas Fenner 


Germany 


Residence Address - Street 


Post Office Address - Street 


Schlossstrasse 139 


Schlossstrasse 139 


City (Zip) 


City (Zip) 


46535 Dins taken 


4ojJj) UinsiaKen 


State or Country 


State or Country 


Germany 


Germany 


Date 


Signature 


0 


m 



Sixth Joint Inventor, if any 


Citizenship 


Paul Hendrikx 


The Netherlands 


Residence Address - Street 


Post Office Address - Street 


Mambostraat 88 


Mambostraat 88 


City (Zip) 


City (Zip) 


NL-5802 LE Venray 


NL-5802 LE Venray 


State or Country 


State or Country 


Germany 


Germany 


Date 


Signature 


0 


0 



APPLICABLE RULES AND STATUTES 



37 CFR 1.56. DUTY OF DISCLOSURE - INFORMATION MATERIAL TO PATENTABILITY (Applicable Portion) 
(a) A patent by its very nature is affected with a public interest. The public interest is best served, and the most effective 
patent examination occurs when, at the time an application is being examined, the Office is aware of and evaluates the teachings 
of all information material to patentability. Each individual associated with the filing and prosecution of a patent application has a 
duty of candor and good faith in dealing with the Office, which includes a duty to disclose to the Office all information known to 
that individual to be material to patentability as defined in this section. The duty to disclose information exists with respect to 
each pending claim until the claim is canceled or withdrawn from consideration, or the application becomes abandoned. 
Information material to the patentability of a claim that is canceled or withdrawn from consideration need not be submitted if the 
information is not material to the patentability of any claim remaining under consideration in the application. There is no duty to 
submit information which is not material to the patentability of any existing claim. The duty to disclose ail information known to 
be material to patentability is deemed to be satisfied if all information known to be material to patentability of any claim issued in 
a patent was cited by the Office or submitted to the Office in the manner prescribed by §§ 1.97(b)-(d) and 1.98. However, no 
patent will be granted on an application in connection with which fraud on the Office was practiced or attempted or the duty of 
disclosure was violated through bad faith or intentional misconduct. The Office encourages applicants to carefully examine: 

(1) prior art cited in search reports of a foreign patent office in a counterpart application, and 

(2) the closest information over which individuals associated with the filing or prosecution of a patent application 
believe any pending claim patentability defines, to make sure that any material information contained therein is disclosed to the 
Office. 

Information relating to the following factual situations enumerated in 35 USC 102 and 103 may be considered material 
under 37 CFR 1.56(a). 




35 U.S.C. 102. CONDITIONS FOR PATENTABILITY: NOVELTY AND LOSS OF RIGHT TO PATENT 
A person shall be entitled to a patent unless — 



(a) the invention was known or used by others in this country, or patented or described in a printed publication in this or 
a foreign country, before the invention thereof by the applicant for patent, or 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale 
in this country, more than one year prior to the date of the application for patent in the United States, or 

(c) he has abandoned the invention, or 

(d) t he invention was f irst p atented ore aused t o b e p atented, or was the subject o f a n i nventor's c ertificate, b y the 
applicant or his legal representatives or assigns in a foreign country prior to the date of the application for patent in this country on 
an application for patent or inventor's certificate filed more than twelve months before the filing of the application in the United 
States, or 

(e) the invention was described in a patent granted on an application for patent by another filed in the United States 
before the invention thereof by the applicant for patent, or on an international application by another who has fulfilled the 
requirements of paragraph (1), (2), and (4) of section 371(c) of this title before the invention thereof by the applicant for patent, or 

(f) he did not himself invent the subject matter sought to be patented, or 

(g) before the applicant's invention thereof the invention was made in this country by another who had not abandoned, 
suppressed, or concealed it. In determining priority of invention there shall be considered not only the respective dates of 
conception and reduction to practice of the invention, but also the reasonable diligence of one who was first to conceive and last to 
reduce to practice, from a time prior to conception by the other. 

35 U.S.C. 103. CONDITIONS FOR PATENTABILITY; NON-OBVIOUS SUBJECT MATTER (Applicable Portion) 
A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 of 
s title, if the differences between the subject matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention was made. 

Subject matter developed by another person, which qualifies as prior art only under subsection (f) or (g) of section 102 of 
this title, shall not preclude patentability under this section where the subject matter and the claimed invention were, at the time 
the invention was made, owned by the same person or subject to an obligation of assignment to the same person. 
35 U.S.C. 112. SPECIFICATION (Applicable Portion) 

The specification shall contain a written description of the invention, and of the manner and process of making and using 
it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains, or with which it is 
most nearly connected, to make and use the same, and shall set forth the best mode contemplated by the inventor of carrying out 
his invention. 




Atty. Docket No. 30882/41723 
DECLARATION FOR PATENT APPLICATION AND POWER OF ATTORNEY 

As a below named inventor, I hereby declare that my residence, post office address and citizenship are as stated below 
next to my name; I believe that I am an original, first and joint inventor of the subject matter which is claimed and for which a 
patent is sought on the invention entitled "METHOD FOR PRODUCING A FIRE PROTECTION GLAZING," the specification 
of which was filed on June 24, 2004, as Application Serial No. PCT/EP2004/006897 (U.S. Seriai No. 1 0/560,758) and was 
amended on December 14, 2005. I hereby state that I have reviewed and understand the contents of the above-identified 
specification, including the claims, as amended by any amendment referred to above. I acknowledge the duty to disclose to the 
Patent and Trademark Office all information known to me to be material to patentability as defined in 37 C.F.R. § 1 .56. 

I hereby claim foreign priority benefits under 35 U.S.C. § 1 19 of any foreign application for patent or inventor's 
certificate or of any international application designating at least one country other than the United States of America listed below 
and have also identified below any foreign application for patent or inventor's certificate or any international application 
designating at least one country other than the United States of America filed by me on the same subject matter having a filing 
date before that of the application of which priority is claimed: 

Priority Claimed 



03015013.0 



EP 



2 July 2003 



(Application Serial Number) 



(Country) 



(Day/Month/Year Filed) 



Yes 



□ 
No 



I hereby claim the benefit under 35 U.S.C. § 1 19(e) of any United States provisional application listed below: 



(Application Serial Number) (Day/Month/Year Filed) 

I hereby claim the benefit under 35 U.S.C. §120 of any United States application or international application designating 
the United States of America listed below and, insofar as the subject matter of each of the claims of this application is not 
disclosed in the prior application in the manner provided by the first paragraph of 35 U.S.C. § 1 12, 1 acknowledge the duty to 
disclose to the Office all information known to me to be material to patentability as defined in 37 C.F.R. § 1 .56 which occurred 
between the filing date of the prior application and the national or international filing date of this application: 



(Application Serial Number) (Day/Month/Year Filed) (Status-Patented, Pending or Abandoned) 

I hereby declare that all statements made herein of my own knowledge are true and that all statements made on 
information and belief are believed to be true; and further that these statements were made with the knowledge that willful false 
statements and the like so made are punishable by fine or imprisonment, or both, under 18 U.S.C. §1001 and that such willful 
false statements may jeopardize the validity of the application or any patent issued thereon. 



POWER OF ATTORNEY: I hereby appoint as my attorneys, with full powers of substitution and revocation, to 
prosecute this application and transact all business in the Patent and Trademark Office connected therewith: 



All practitioners at Customer Number 04743 

Send correspondence to: James P. Zeller 



FIRM NAME PHONE NO. STREET CITY & STATE ZIP CODE 

Marshall, Gerstein & Borun LLP 312-474-6300 6300 Sears Tower Chicago, Illinois 60606-6357 

233 South Wacker Drive 



Full Name of First or Sole Inventor 


Citizenship 


Gerhard Meyer 


Germany 


Residence Address - Street 


Post Office Address - Street 


Alte Delogstrasse 26 


Alte Delogstrasse 26 


City (Zip) 


City (Zip) 


46483 Wesel 


46483 Wesel 


State or Country 


State or Country 


t Germany 


Germany 


f Date 


Signature 


a 


m 



Second Joint Inventor, if any 


Citizenship 


Valentino Villari 


Germany 


Residence Address - Street 


Post Office Address - Street 


Kaldenkirchener Str. 39 


Kaldenkirchener Str. 39 


City (Zip) 


City (Zip) 


41063 Monchengladbach 


41063 Monchengladbach 


State or Country 


State or Country 


Germany 


Germany 


Date 


Signature 


0 


EI 




Third Joint Inventor, if any 


Citizenship 


Tobias Roth 


Germany 


Residence Address - Street 


Post Office Address - Street 


Parkweg 22 


Parkweg 22 


City (Zip) 


City (Zip) 


|45768Marl 


45768 Marl 


"state or Country 


State or Country 


Germany 


Germany 


Date 


Signature 


0 


m 



Fourth Joint Inventor, if any 
Nikolas Wirth 



Citizenship 
Germany 



Residence Address - Street 
Forststiege 3 



Post Office Address - Street 
Forststiege 3 



City (Zip) 
48249 Dulmen 



City (Zip) 
48249 Dulmen 



State or Country 
Germany 



State or Country 
Germany 



Date 

EI 



Signature 

ej 



Fifth Joint Inventor, if any 


Citizenship 


Thomas Fenner 


Germanv 


Residence Address - Street 


Post Office Address - Street 


Schlossstrasse 139 


Schlossstrasse 139 


City (Zip) 


City (Zip) 


46535 Dinslaken 


4od3-> OinslaKen 


State or Country 


State or Country 


Germany 


Germany 


Date 


Signature 


0 


0 



Sixth Joint Inventor, if any 


Citizenship 


Paul Hendrikx 


The Netherlands 


Residence Address - Street 


Post Office Address - Street 


Mambostraat 88 


Mambostraat 88 


City (Zip) 


City (Zip) 


NL-5802 LE Venray 


NL-5802 LE Venray 


State or Country 


State or Country 


Germany 


Germany 


Date 


Signature 


m 


0 




APPLICABLE RULES AND STATUTES 



37 CFR 1.56. DUTY OF DISCLOSURE - INFORMATION MATERIAL TO PATENTABILITY (Applicable Portion) 
(a) A patent by its very nature is affected with a public interest. The public interest is best served, and the most effective 
patent examination occurs when, at the time an application is being examined, the Office is aware of and evaluates the teachings 
of all information material to patentability. Each individual associated with the filing and prosecution of a patent application has a 
duty of candor and good faith in dealing with the Office, which includes a duty to disclose to the Office all information known to 
that individual to be material to patentability as defined in this section. The duty to disclose information exists with respect to 
each pending claim until the claim is canceled or withdrawn from consideration, or the application becomes abandoned. 
Information material to the patentability of a claim that is canceled or withdrawn from consideration need not be submitted if the 
information is not material to the patentability of any claim remaining under consideration in the application. There is no duty to 
submit information which is not material to the patentability of any existing claim. The duty to disclose all information known to 
be material to patentability is deemed to be satisfied if all information known to be material to patentability of any claim issued in 
a patent was cited by the Office or submitted to the Office in the manner prescribed by §§ 1.97(b)-(d) and 1.98. However, no 
patent will be granted on an application in connection with which fraud on the Office was practiced or attempted or the duty of 
disclosure was violated through bad faith or intentional misconduct. The Office encourages applicants to carefully examine: 

(1) prior art cited in search reports of a foreign patent office in a counterpart application, and 

(2) the closest information over which individuals associated with the filing or prosecution of a patent application 
believe any pending claim patentability defines, to make sure that any material information contained therein is disclosed to the 
Office. 

Information relating to the following factual situations enumerated in 35 USC 102 and 103 may be considered material 
under 37 CFR 1.56(a). 




35 U.S.C. 102. CONDITIONS FOR PATENTABILITY: NOVELTY AND LOSS OF RIGHT TO PATENT 
A person shall be entitled to a patent unless — 



(a) the invention was known or used by others in this country, or patented or described in a printed publication in this or 
a foreign country, before the invention thereof by the applicant for patent, or 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale 
in this country, more than one year prior to the date of the application for patent in the United States, or 

(c) he has abandoned the invention, or 

(d) t he i nvention was f irst p atented ore aused to be p atented, o r was t he subject of an i nventor's c ertificate, by the 
applicant or his legal representatives or assigns in a foreign country prior to the date of the application for patent in this country on 
an application for patent or inventor's certificate filed more than twelve months before the filing of the application in the United 
States, or 

(e) the invention was described in a patent granted on an application for patent by another filed in the United States 
before the invention thereof by the applicant for patent, or on an international application by another who has fulfilled the 
requirements of paragraph (1), (2), and (4) of section 371(c) of this title before the invention thereof by the applicant for patent, or 

(f) he did not himself invent the subject matter sought to be patented, or 

(g) before the applicant's invention thereof the invention was made in this country by another who had not abandoned, 
suppressed, or concealed it. In determining priority of invention there shall be considered not only the respective dates of 
conception and reduction to practice of the invention, but also the reasonable diligence of one who was first to conceive and last to 
reduce to practice, from a time prior to conception by the other. 

35 U.S.C. 1 03. CONDITIONS FOR PATENTABILITY; NON-OBVIOUS SUBJECT MATTER (Applicable Portion) 
^ A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 of 

this title, if the differences between the subject matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention was made. 

Subject matter developed by another person, which qualifies as prior art only under subsection (f) or (g) of section 102 of 
this title, shall not preclude patentability under this section where the subject matter and the claimed invention were, at the time 
the invention was made, owned by the same person or subject to an obligation of assignment to the same person. 

35 U.S.C 1 1 2. SPECIFICATION (Applicable Portion) 

The specification shall contain a written description of the invention, and of the manner and process of making and using 
it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains, or with which it is 
most nearly connected, to make and use the same, and shall set forth the best mode contemplated by the inventor of carrying out 
Ms invention. 



Appendix B 

to Statement of Facts Under 37 C.F.R. § 1.47(a) 

by Christine Davids 



From: 

Sent: 

To: 

Subject: 



aachen@jostarndt.de 

Friday, July 14, 2006 6:59 AM 



gmeyer 

Re: Re: Patent extension/deadlines? 



Dear Professor Meyer, 

Regarding patent application AC SCG 5307-PT-WO-US, the deadline for presenting the 
documents to the US Patent Office was 6/5/2006. With a payment of an official fee, an 
extension of this deadline could be applied for. Therefore, the signed documents are 
needed immediately for presentation to the Patent Office in the USA. 

The same applies to patent application AC SCG 525 PEP-WO-US, but here the original 
deadline was 6/14/2006. Here too, the deadline can be extended against the payment of 
an appropriate official fee. 

In the case of patent application AC SCG 5307-PT-WO-CA, the Patent Office of Canada 
has not yet assigned a deadline for presentation. Yet, here too, we would like to ask you 
to sign and return the documents as soon as possible. 

Sincerely, 

In representation, Christine Davids 

Jostarndt Patentanwalts-AG 
Briisseler Ring 5 1 
D-52074 Aachen 

Tel 0241/40071 -16 
Fax 0241/40071 ™ 21 
Email: aachen@jostarndt.de 



From: gmeyer [mailto:gerhard.meyer@fh-gelsenkirchen.de] 

Sent: Sunday, July 9, 2006 18:10 

To : aachen@jostarndt.de 

Subject: Re: Patent extension/deadlines? 



Dear Mrs. Bebronne, 

Hereby I am supplying you with the following file names: 



AC SCG 5307-PT-WO-US JO/CD 
AC SCG 5307-PT-WO-CA JO/CD 
ACSCG 5205 PEP-WO-US JO/CD 



1 



An assignment should be additionally possible via the outgoing mail. 

Sincerely, 

Gerhard Meyer 

On 7/7/2006 at 16:40 <aachen@jostarndt.de> wrote the following: 
Dear Professor Meyer 

Unfortunately we cannot assign the files to your email Please let us know the file 
numbers. 

Sincerely, 

Greetings 

In representation Kornelia Bebronne 



Kornelia Bebronne 

Jostarndt Patentanwalts~AG 

Briisseler Ring 5 1 

D-52074 Aachen 

Tel +49-241/40071118 

Fax +49-241-4007121 

k.bebronne@jostarndt.de 



From: gmeyer [mailto: Rerhard.meyer@fli.Relsenkirchen.de 1 

Sent: Thursday, July 6 5 2006 19:57 

To: Information storage for public files (JODA) 

Cc: Kerstin Meyer 

Subject: Patent extension/deadlines? 

Dear Dr. Jostarndt, 



Unfortunately, due to the many deadlines towards the end of semester, and, among other 
things, my official visit to Romania from which I returned yesterday, I can only now 
respond to the above matter. Since in your letter no deadlines were named I'd like to ask 
you to inform me about the official deadlines and the deadline projections of your office. 

Sincerely, 

Gerhard Meyer 



2 



Prof. Dr. Gerhard Meyer 
Inorganic Chemistry and Materials 

FH Gelsenkirchen/University of Applied Sciences of Gelsenkirchen 

FB Angewandte Naturwissenschaften/Department of Applied Natural Sciences 

August-Schmidt-Ring 10 

D-45665 Recklinghausen 

Phone -f49~(0)2361-915 457 

Mobile +49-(0) 175-7248803 

Fax +49-(0)2361-915 752 

E-mail gerhard.meyer@fli-gelsenkirchen.de 

Website vvww.fan.re.fh~-gelseiikirchen.de/menscheri/meyer/meyer.aspx 

Prof. Dr. Gerhard Meyer 
Inorganic Chemistry and Materials 

FH Gelsenkirchen/University of Applied Sciences of Gelsenkirchen 

FB Angewandte Naturwissenschaften/Department of Applied Natural Sciences 

August- Schmidt-Ring 10 

D-45665 Recklinghausen 

Phone +49~(0)2361-915 457 

Mobile +49-(0) 175-7248803 

Fax +49-(0)2361-915 752 

E-mail gerhard.meyer@fh-gelsenkirchen.de 

Website www.fan.re.fli-gelsenkirchen.de/menschen/meyer/meyer.aspx 
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From: aachen@jostarndt.de 

Sent: Friday, July 14, 2006 6:59 AM 

To: gmeyer 

Subject: AW: AW: Patenterstreckung/Termine? 
Sehr geehrter Herr Professor Meyer, 

zur Patentanmeidung AC SCG 5307-PT-WO-US war die Frist zur Voriage der Unterlagen beim US-Patentamt der 
05.06.2006. Gegen Zahlung einer Amtsgebuhr konnte eine Verlangerung dieser Frist beantragt werden. Die 
Dokumente werden daher umgehend unterzeichnet zur Voriage beim Patentamt in den USA benotigt. 

Das gleiche gilt fur die Patentanmeidung AC SCG 525 PEP-WO-US, wobei hier ursprunglicher Fristablauf der 
14.06.2006 war. Auch hier ist eine Fristverlangerung gegen Zahlung einer entsprechenden Amtsgebuhr erfoigt 

Bei der Patentanmeidung AC SCG 5307-PT-WO-CA wurde bisiang von Seiten des Patentamtes in Kanada keine 
Frist zur Voriage des Assignments gesetzt. Jedoch bitten wir auch hier urn baldmogliche Unterzeichnung und 
Rucksendung. 

Mit freundlichen GrufJen 



LA. Christine Davids 

Jostarndt Patentanwalts-AG 
Brusseler Ring 51 
D-52074 Aachen 

Tel. 0241 / 40071 - 16 
Fax 0241 / 40071 -21 
email: aachen@jostarndt.de 



Von: gmeyer [mailto:gerhard.rneyer@fh-gelsenkirchen.de] 

Gesendet: Sonntag, 9. Juli 2006 18:10 

An: aachen@jostarndt.de 

Betreff: Re: AW: Patenterstreckung/Termine? 

Sehr geehrte Frau Bebronnc, 

hiermit mochte ich Ihnen folgende Aktenzeichen mitteilen: 

AC SCG 5307-PT-WO-US JO/CD 
AC SCG 5307-PT-WO-CA JO/CD 
ACSCG 5205 PEP-WO-US JO/CD 

Eine Zuordnung musste zusatzlich liber die Ausgangspost moglich sein. 



Mit freundlichen GriiBe 
Gerhard Meyer 



Am 07.07.2006 urn 16:40 schrieb <aachen(^ostarndtdG > <aachen@jostarndt,de>: 
i 1/2/2006 



Sehr geehrter Herr Professor Meyer 

leider konnen wir Ihre Email keine unserer Akten zuordnen. Bitte teilen Sie uns unser Aktenzelchen mit. 
Vielen Dank und 



viele GruBe 

i. A. Kornelia Bebronne 



Kornelia Bebronne 
Jostarndt Patentanwalts-AG 
Briisseler Ring 5 1 
52074 Aachen 
Tel: +49-241-4007118 
Fax: +49-241-4007121 
k . be bro nn e (cvj o s tarn dt.de 



Von : gmeyer [ma[Ito:g 

Gesendet: Donnerstag, 6. Juli 2006 19:57 

An: Informationsspeicher fur Offentliche Ordner (JODA) 

Cc: Kerstin Meyer 

Betreff: Patenterstreckung/Termine? 
Sehr geehrter Herr Dr. Jostarndt, 

leider kann ich aufgrund der vielfaltigen Termine gegen Semesterende und u.a. meiner Dienstreise nach Rumanien, 
von der ich erst gestern zuruckgekommen bin, erst jetzt auf die o.g. Angelegenheit zurtickkommen. 
Da in Ihrem Schreiben keine Termine genannt wurden, mochte ich Sie bitten, mich tiber die offiziellen 
Terminstellungen u n d die Terminvorstellungen Ihrer Kanzlei zu informieren. 



Mit freundlichen GrtiBen 



Gerhard Meyer 

Prof. Dr. Gerhard Meyer 

Anorganische Chemie und Werkstoffe / Inorganic Chemistry and Materials 

FH Gelsenkirchen / University of Applied Sciences of Gelsenkirchen 

FB Angewandte Naturwissenschaften / Department of Applied Natural Sciences 

August-Schmidt-Ring 10 

D-45665 Recklinghausen 

Fori t-49-(0)236 1 -9 1 5 457 

Mobile +49^(0)175-7248803 

Fax +49-(0)2361-915 752 

E-Mail gerhard.meyer@ih-gels 

Website wwwJan.re.ih^ 



11/2/2006 



Prof. Dr. Gerhard Meyer 

Anorganische Chemie und Werkstoffe / Inorganic Chemistry and Materials 

FH Gelsenkirchen / University of Applied Sciences of Gelsenkirchen 

FB Angewandte Naturw i sscnsc ha i ten / Department of Applied Natural Sciences 

August-Schmidt-Ring 10 

D-45665 Recklinghausen 

Fon+49-(0)2361-915 457 

Mobile +49-(0)l 75-7248803 

Fax +49-(0)2361-915 752 

E-Mail ge;riiard,meye 

Website w\¥w.fanj*e,fc-ge 



11/2/2006 



Appendix C 
to Statement of Facts Under 37 C.F.R. § 1.47(a) 

by Christine Davids 



GTW Attorneys 

5xfW 3>nmDC?2Sifft&i 35*47 B'4«*?? DOSSES*? 

Dr. Geysr & Bore hen 
Chr&tstrasse 25 

44789 SocHum 

per Telefax 0234-516 15 88 



Meyer J. Scheuten 
Your reference: 25461/04 

Dear Colleague Raabe, 

We make reference to your letter dated 6/13/2006, received by us on 6/19/2006. 

1 . Basically our client is ready to provide the required signature. However, first 
some questions must be clarified. Therefore, please let us know the date when the 
signature has to be provided. 

2. Moreover, we had spoken about the participation clause according to Paragraph 7, 
Section 7 of the third-party contract "FireDevil" between your client and the state 
NRW, represented by FH Gelsenkirchen. 

According to that, our client are entitled to 1% of the production price in case of 
industrial production and based on the fire protection laminates developed based on the 
project. If your client should issue a production license, our client receives 1% of the net 
license amount. 

The products in which the Patents EP 1 398 147 "Fire protection vitrification unit" and 
EP 1 431 027 'Tire protection means and methods for its preparation" are utilized have 
reached the production stage in the meantime. Based on this background, the 
participation amount according to Paragraph 7, Section 7 of the above-mentioned third- 
party contract will become due shortly. 

As you know, the business relationship between your client and our client is tense. Our 
client is afraid that the participation payments due will not be paid or will not be paid in 
the full amount. Against this background, our client obtained a counsel's opinion to 
check the legality of the above third-party contract and the legal position with regard to a 
cancellation of the contract. As a result of this counsel's opinion, it was found that the 
execution of the right to cancellation seems promising. Independently of that, our client 
has the possibility of having the production prices of the above-mentioned patents and the 
resulting claims of payment derived from them be checked by an independent certified 



1 



St. Michaei Te-wiMCnc LLM. (QLGJ 
Or, "atk WUjfSifc <OLS) 

rx ;ra farwen 



7/18/06 
301/04VO61 Je/A 



public accountant. This procedure would have to be repeated annually in the coming 
years. 

Against this background, we consider it expedient to agree out of court comparatively on 
a single advance payment to satisfy the requirements of Paragraph 7, Section 7 of the 
third-party contract. With such a payment all claims arising from the legal relationship 
can be compensated and your client could go into production without a certified public 
accountant having to check the numbers every year. 

Our client predicted the production costs for the coming 10 years (attachment). 
According to this, an estimated amount of € 932,637.00 would be due to our client. The 
predictions are based on a first production installation, which produces laminates in a 
width of 2.40 m (or 2.20 m). However, installations are also customary in which the 
width is 3.21 m. If the latter installations were used, the predictions would increase 
correspondingly based on the expanded production. 

Furthermore to be considered are any license fees for Japan and the USA, among others. 

Besides that, our client is due a monthly a lump-sum payout according to competition 
agreement l.H of € 1,227.10, that is, a total of € 29,450.40. 

Based on these data we propose for a comparative satisfaction of the requirements arising 
from Paragraph 7, Section 7 of the third-party contract "FireDevil," an amount of 

€ 750,000.00 

which would be paid by your client to our client. 

Furthermore we take the liberty of mentioning that our client does not know that even 
one employee of the company Scheuten has provided a proven inventive output during 
the time of the contract in the area of fire protection. 

Please let us know if on the side of your client there is a readiness to make an agreement 
such as that described above. For this purpose we are ready to discuss the entire subject 
in a joint meeting. Under certain circumstances it might also be expedient to include the 

Technical Uni versity Gelsenkirchen in a joint discussion in order to clarify any 
outstanding questions in this regard as well. 

We are hoping for an early reply regarding your position. 

Sincerely 

(Signature) 

Vorloeper 

Attorney 
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Production development {Fire protection laminate) 
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Dr. Geyer & Borchsrt 
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FdUtdHVYMll i"fit Abi-iteivJIl 
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Dr, Ira jgrRCn 



44789 Bochurn 



bqf T&infax 0234 -_5J BJ5_88 



Meyer ./. Scheuten 
Ihr Zeicften: 2&4«i/04 



18.07,06 

301/04VO61 Je/A 



Sohr yeahrter Heir Koilege Rasbe, 

W |r n*hm*n Bezug »uf Ihr &chr®iben vorn 13,06.2006, him oingsgangsn 19,06.2006. 

1 Dorn Grunda nstdh 1st unsare Mandenteohatt bereit, dte erfordsrfieM* UntercchHft zu Ms- 
ten. Alterdins* mu^en vorab noch ^inlge Fragen gaklSrt warden, Laee*fl Si© uns dahar bitt* 
wise&n, bie vwann die Untersohrift vorltegen muee. 

2 DarOber hinaue batten wir Ober die B&telligungeklau&el gmm. § 7 Abe. 7 d@s Drittmittolver- 
tragoa H Fin?BeviP zwfechen ihrar Mandanteehafl und dem Land NRW, vortreten dureh die FH 
Oelesnkinjhen. gesproehan. 

Danach etoht unsoror Mandatitschaft bci dnor induce lion Prcduktton und aufgrund d«« 
projekics cntv/Icfccltcn Bmndaohutelwninatcn J% d&z PrQduHj&nsprGJzQG zu. SoUte inro 
Mandaritschaft olnc ^roduldlonolkonz wgabon, ©rh&lt uneerc Ktondontec^vaft 1% dor Notto 

lizcnzGummc. 

Die Pmdukte In denen die Patente EPT39jM4^ yn lE^l 
431 027 ff Brand3GhutmaitteI und NTSFfSFSSFTSl^cinor Herstelivne" verw©rt*t wurden, alncT 
zwtechenzaitlich zur ProduMwn*r»if« gelangt, Vor dtesam I lintergrund wird in Kurze die 8a- 
toiligungasummc gem. §7Abs. 7 des oben g«n»nnten Dnttmittelverirages falllg wertfen. 

Wic Sie wiaaen, fet die gesoHSftiioh^ pezlehung zwbehen fhrw M*nd****eh*ft und unmror 
Mandantschaft ©ngospanftt. Unsera M&ndantechaft bafurchtet, dass die anstehenden Betei- 
ligung^zahlyngen nrcht oder nicht in volier Hohe ausbezahrt werdan, Vor dtom I "ntergrurid 
ha 1 unser Mandant ^in ftechtsgutachten In Auftrag gisgsb^n, di« Recht$fahfgto" das o-g. 
Drittmlttelvertrages und die R©chteteg« in auf aine Ruokabwtcklung d« Vertraew 

Itetefuu T4y (u) ^ ai/y^ « Teferw W) a tt/S>3 a* ^9 ^3 www.f->W-de msil^g-t-w.de 
fiypcVcifcinsbcnK DQsstldorf BLZ 30^ 2uxyu Kvnlu &46ayw U0HP-NE. 2l4Jl8zy6 
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Gberpruten. 1m ErgebnfS dieses Gutachtens wurde festgestallt class di* Ausubung dm 
RucktrtteESStta aussichtenaich erscheint Unabhingig davon hat un$ar Mandant die Mog- 
i^^eiCSTmit den varbenannten Patenten arcialten Produkiionspralse und dartius abgelen 
teton Zahlungsansprijche von einem unabhangigan Wirtechafteprufer Oberpnufen zu lassen. 
Dies© Prozedur mO$$te jShrlich in den kommenden Jehren wtederholt werden, 

Vor diesem Hint erg rund halten wir es fur ainnvoll, siah auf^rgerichttieh vergleichsweise auf 
eine Ainmalige Abschlagszahlung zur Abgaltung der Forderungen aus § 7 Abs. 7 des Dritt- 
mittelvertrages zu elnigen. MR elner vergleichsweisen Regelung kSnnten alie Anspruch© aus 
dem Rachtsverhaltnis abgegoften warden und Ihre MandantSQhaft kSnnt© In die Produktlon 
gehea ohne dass jahrilch efn Wirtschaftsprufer die Zahien OberprGft. 

Unsere Mandantschaft hat did Produktionsprelse fur die kommenden 10 Jahre prognosfeiert 
(Anlags). Daft&dh siUnde unserer Mandantschaft insgesamt ein Betrag in Hohe von fie- 
schStzt 932 637 P 00 € zu. Die Proqnosen beziehen slcb auf sine erete Produkiiansantags, dte 
Laminate in siner Breite van 2,40 m (bz w. 2,20 m) he rstellt Qbtich sind aber Anlagen, bd 
dSnin di^Breite 3,21 m bfetriqirseBterT tetzbre Aniaaen zum Einsatz kommen l vraren die 
Prodnosan aufgrnn^aer erwelterten Produktion entepnschend zu erhohen. 

Weiter zu beruckslehtigean $ind stwafge Uzenzgebtlhren unier anderasm ftlr Japan und die 
USA. 

Au&erdem steht unserer Mandantschaft ays der W§Bbewerb$vereinba rung m m monatilohe 
Abfindungszahlung l. K v. 1 .227,1 Q€zu. mlthin Iffsoesamt 29.460,40~€T 



Ausgehend van diesen Daten schlagen wir zur verateichsweisen Abgsitung der Forderungen 
aue 9 7 Abs. 7 das Drittmlttelvertrsges .FlraDevtl" einen Betrag In H6he von 



vor, der \*>n Ihrer Mandantschaft an unsar&n Mandanten zu zahlen ware. 

Ferner erlauben wlr tins dan Hinweis. dasa uns^m M^nriantan ninht betomnt 1st, dass aunh 
nur ©In MitarMter dfer Fa. Scheufen w&hrend der Vsrtrasslaufzeit eln& nachwetebare Erfin- 
derifclstung im Brand Bchift7hftraifth arhnscht hat. 

La&sen SIb una bttt« wl^Kf?n r ob auf Seiten Ihr^r Mandantscihaft die Bereltechaft besteht. slch 
in d^m oben genRniiteiii Stnn^ 7u ^miQOn. Gems slnd wlr zu diesern Zweck Much bereft, den 
gesamten Th«m«nk:amplis^ in etner gameinsarnen Baeprachung &r6rtem. Untar Ums^an- 
d^n xjtt&r^ ^ ^tich sinnvoiL ^in^r g$nn^ins^rneri B^spr^-chun^ dis Fachhochecshute (Sei- 
sankirriien h©ranzuzLeh&n, urn die in dlesem V<?rhiltnls noch off$n#n Fragen #benfeils zu 
kliiren 

fhrer kurzfristlgan Siellungnahrn^ fioh^n wir sfitg^gen. 
Mitfreundliehen koil^gfalen GrOd^n 



750.000,00 € 



Vorloeper 
Rechteanwaltin 
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Appendix D 
to Statement of Facts Under 37 C.F.R. § 1.47(a) 
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UND NOTARJE 



zv^sc^^sou^ Reddemann, BORCHERT, Raabe., DSEKA & COLUGENUNB Dr. Geyek & SCHWARZHOE 

. Dr. G£YER & Borchert 



Essbn ■ Bochum • Dortmund 

RAe Dr. Gktbx * Boxcwbkt. CKRisTsraAsas 25, 4478? Sochvm 



Anwaltskanzlei 

Jostarndts Patentanwalts-AG 

Briisseler Ring 51 

52074 Aachen 



Unser Ajctenzeichen 
50229/06 

Scheuteti .A Meyer 



SACHBEARBEITER 

RA Raabe 



Datum 
09.10.06 

TOD9131 



BOCHUM 



ScJieuten Meyer 

Ihr Zeichen: AC SCO 5307-PT WO US JO/CD 



Dear Mr. Jostanidt, 

in the case mentioned above concerning the patent application and 
especially Prof. Meyer I am able to tell you the following. 

The existing documents at our office show that you ask Prof Meyer 
on July 1 4th 2006 to sign the patent application. 

This application includes also the patent No. ACSCG 5205 PEP- 
WO-US. Consequently I wrote letter to the advocates of Prof- 
Meyer dated September, 9th 2006 including the information that 
Prof. Meyer has to sign immediately to avoid indicial 
disadvantages. 

I suggested to meet for a discussion on September 20th 7 21st or 
22nd. At first there was reaction to any letter. 

With a second letter on September 26th, 2006 1 wrote again to the 
advocates and told them that there is a deadline concerning 
No. 1 0/539,877 on November 14th, 2006. I also announced in this 
letter our right of restitution if Prof Meyer would not have signed 
the application. 

I offered a discussion in a meeting until October 10th, 2006. 



Klaus-Peter Raabe 

RECHT5ANWALT » 

Reiner Defka 

RECHTSAMWALT ukd Nqta* " 

Uwe Borchert 

RECHTSANWAJLT 

Andreas Poser 

RHCHTS ANW ALT ,! l! 

Dr. Martin Schick 

RECBTSANWALT •'■ « 

Bastian Jungkolter 
recktsanwalt 

lothar redd2mann 

RSChTSANWA.it fms 3.2.90) 
ESSEN 



Manfred Schwarzhof 

RfiCHTSANWALT und Notax " 

Dr. Dietharij Geyer 

RECHTS ANWA1T (Bis 31.12.04) 
JrrxrRA in Straisund 

PORTM UN D 



Thomas Rogowski 

RECHTS AN WALT {; 

Dr. Klaus Stefener 

RECKTSANWALT l} 



Ij AUCM ZVQZLASSm BET DSN 

OBH R LAN D BSC ERICH TEN 
2\ FACHANWALT FOR ARSE1TSRSCHT 
3} PACHANWALT FOR STSUERRECHT 
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Seite; 2 zum Schrcibcn Or. Gcycr & Borcheit 



Then I received a letter of Prof. Meyers advocates (dated 28th September) containing the in- 
formation that the advocates are still waiting for a reaction of their client. 

Since then there was no further contact. 

It seems that there is no interest of Prof Meyer to sign the patent application but there was no 
express rejection. The only explanation of himself was in the letter of July 18th, 2006 that we 
enclose to this letter. 

On principle, he wrote, he would sign the application but there are some questions that must 
be answered before. 

Until now he has not explained these questions. Otherwise he made demands against Fa. 
Scheuten in the same letter about 750.000,00 €. 



Yours 



